United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313*1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/768,846 



01/30/2004 



7590 05/23/2006 

James A. Wilke 
FOLEY & LARDNER 
Suite 3800 

777 East Wisconsin Avenue 
Milwaukee, WI 53202-5306 



Scott G. Manke 



040014-0185 



7603 



EXAMINER 



SORKIN, DAVID L 



ART UNIT 



PAPER NUMBER 



1723 



DATE MAILED: 05/23/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/768,846 


Applicant(s) \ 
MANKE, SCOTT G. 


Examiner 

David L. Sorkin 


Art Unit 

1723 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 06 March 2006 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-7 and 14-25 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Biber (US 6,960,012). Regarding claim 1 , Biber ('012) discloses a system 
comprising a holder (22) comprising a clamp (76) having a plate (78); a motor (34); and 
a platform (170 and optionally including 166 and/or 168) for being removably placed 
within the holder. With the claim discusses an intended use of the platform and plate, 
"the manner or method in which such machine is to be utilized is not germane to the 
issue of patentability of the machine itself In re Casey, 152 USPQ 235 (CCPA 1967) 
and "recitation with respect to the manner in which a claimed apparatus is intended to 
be employed does not differentiate the claimed apparatus from a prior art apparatus" Ex 
parte Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 1987). "[Apparatus claims 
cover what a device is, not what a device does" (emphasis in original) Hewlett-Packard 
v. Bausch & Lomb Inc. 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). Regarding claims 2, 3 
and 7, these claims discuss unclaimed containers rather than the claimed structure. 
Applicant is reminded that "the manner or method in which such machine is to be 
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utilized is not germane to the issue of patentability of the machine itself In re Casey, 
152 USPQ 235 (CCPA 1967). Regarding claim 4, the platform includes a stop 
proximate the edge of the platform (see Fig. 16). Regarding claim 5, the platform is 
composed of a material selected from a group including a metal, a polyester resin and a 
resilient material (see col. 5, lines 3-9). Regarding claim 6, the perimeter of the platform 
is less than the perimeter of the holder (see Fig. 2). Regarding claim 14, Biber ('012) 
discloses an apparatus comprising means (22) for holding comprising a means (76) for 
clamping; means (34) for moving; and means (170 and optionally including 166 and/or 
168) for adjusting height configured for being removably placed within the means for 
holding. Regarding claims 15, 16 and 19, these claims discuss unclaimed containers 
rather tan the claimed structure. Regarding claim 17, the means for adjusting height 
includes means for stopping (see Fig. 16). Regarding claim 18, the perimeter of the 
means for adjusting height is less than the perimeter of the means for holding (see Fig. 
2). Regarding claim 20, Biber ('012) discloses a system comprising a holder (22) 
comprising a clamp (76) having a plate (78); a motor (34); and a platform (170 and 
optionally including 166 and/or 168) for being removably placed within the holder. With 
the claim discusses an intended use of the platform and plate, "the manner or method in 
which such machine is to be utilized is not germane to the issue of patentability of the 
machine itself In re Casey, 152 USPQ 235 (CCPA 1967) and "recitation with respect to 
the manner in which a claimed apparatus is intended to be employed does not 
differentiate the claimed apparatus from a prior art apparatus" Ex parte Masham, 2 
USPQ2d 1647 (Bd. Pat. App. & Inter. 1987). "[Apparatus claims cover what a device 
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is, not what a device does" (emphasis in original) Hewlett-Packard v. Bausch & Lomb 
Inc. 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). Claims 21 and 25, discuss unclaimed 
containers rather than the claimed structure. Regarding claim 22, the platform 
includes a stop proximate the edge of the platform (see Fig. 16). Regarding claim 23, 
the platform is composed of a material selected from a group including a metal, a 
polyester resin and a resilient material (see col. 5, lines 3-9). Regarding claim 24, the 
perimeter of the platform is less than the perimeter of the holder (see Fig. 2). 

Response to Arguments 

3. The claims as currently amended are not rejection under section 1 12. 

4. Applicant's arguments fail to point out any difference between the structure being 
claimed and the structure which is the prior art. That a certain container of the prior art 
is not contacted during a particular operation does not distinguish the claimed structure 
from that of the prior art, because no container is claimed in the instant claims. "[T*]he 
manner or method in which such machine is to be utilized is not germane to the issue of 
patentability of the machine itself In re Casey, 152 USPQ 235 (CCPA 1967) and 
"recitation with respect to the manner in which a claimed apparatus is intended to be 
employed does not differentiate the claimed apparatus from a prior art apparatus" Ex 
parte Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 1987). "[Apparatus claims 
cover what a device Is, not what a device does" (emphasis in original) Hewlett-Packard 
v. Bausch & Lomb Inc. 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). 
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Conclusion 

5. Applicant's amendment necessitated the new grounds of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David L. Sorkin whose telephone number is 571-272- 
1 148. The examiner can normally be reached on 9:00 -5:30 Mon.-FrL 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wanda L. Walker can be reached on 571-272-1 151. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

David L. Sorkin 
Primary Examiner 
Art Unit 1723 

DLS 



